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DETAILED ACTION 
Drawings 

1. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "first and second 
elongated flexible rails" recited in claims 13 and 26 in combination with the "biasing 
device" recited in claims 1 and 14, respectively, must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
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and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention, 

3. Claims 13 and 26 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

4. As previously indicated in the Office Action dated 30 August 2006, the further 
limitations of the base recited in claims 13 and 26, specifically the "first and second 
elongated flexible rails", have not been shown in combination with the apparatus as 
recited in claims 1 and 14, respectively. 

Claim Objections 

5. Claims 1,3 and 43 are objected to because of the following informalities: 

Claim 1 recites the limitation "the manufacturing operation" in line 7. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 3, line 1, the claim dependency phrase "of claim 2 1" should be changed 
so as to delete the number "1" and to read -of claim 2-. 

Claim 43 recites the limitation "the manufacturing operation" in line 7. There is 
insufficient antecedent basis for this limitation in the claim. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 
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(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1,4,7-9,14,18,20-22,28,29,33,35,36 and 43-47 are rejected under 35 
U.S.C. 102(b) as being anticipated by Kim '133. Kim '133 shows in Figures 
3,8a, 8b,9, 10a, 10b and 11 an apparatus (J) for supporting a tool (26) comprising a base 
(4) having at least one elongated, flexible rail (4), a tool support (33,34,35) coupled to 
the base (via carriage assembly 22) and moveable along a translation axis (vertical 
direction), the tool support also being configured to be coupled to the tool (via shaft 32 
shown in Fig. 11) wherein at least one of the base and the tool support is further 
configured to operatively position the tool relative to the work piece for performing a 
manufacturing operation (col. 5, line 55 through col. 6, line 7), and a biasing device 
(M,3h,R, 15,16,17,27) having a first portion (R) coupled to the base (Fig. 3) and a second 
portion (15,16,17,M) coupled to the tool support and configured to apply a biasing force 
to the tool support (via motor M, undefined but must be either a constant torque or a 
non-constant torque motor) to at least partially counterbalance a force exerted on the 
tool support along the translation axis (col. 4, lines 49-57 and col. 6, lines 1-7). Kim '133 
shows the tool support moveable in a first direction along the translational axis and a 
second direction along the translation axis opposite to the first direction (moveable back 
and forth along rails via carriage assemblies (22) and rollers (13,13\13",31)). Kim '133 
shows the biasing device including a pneumatic actuator (27). Kim '133 shows the 
biasing device being controllably biasable (via motor M) in a biasing direction along the 
translation axis (biasing direction and translation axis are both along vertical direction). 
Kim '133 shows the biasing device including a pressurizable cylinder (27) rigidly coupled 
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to the base and the tool support adapted to at least partially counterbalance a force 
exerted on the tool support (col. 4, lines 49-57 and col. 6, lines 1-7). 

It has been held that a recitation that an element is "configured to" perform a 
particular function is not a positive limitation and must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In the above reference, the tool support 
(33,34,35) is capable of being coupled to the tool (26) via shaft (32) and other 
components, directly or indirectly, regardless of the specific construction/assembly and 
the first (R) and second portions (15,16,17,M) are capable of applying a biasing force (to 
overcome gravity) to the tool support. 

8. Claims 1-4,7-9,11-16,18,20-22,24-33,35-37 and 43-47 are rejected under 35 
U.S.C. 102(e) as being anticipated by Boyl-Davis et al. '328. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Boyl-Davis et al. '328 shows in Figures 1-7 an apparatus (20) for supporting a 
tool (80) comprising a base (22,24,28,28') having two parallel, spaced apart flexible rails 
(38,58 and col. 4, line 39 through col. 5, line 4) attached to a work piece via vacuum cup 
assemblies (26), a tool support (70) coupled to the base (via carriage assemblies 30,50) 
and moveable along a translation axis (X-axis,Y-axis), the tool support also being 
configured to be coupled to the tool (via plate member 98) wherein at least one of the 
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base and the tool support is further configured (via 92,94,96) to operatively position the 
tool relative to the work piece for performing a manufacturing operation (col. 6, lines 35- 
52), and a biasing device (40,60,70,92,94,96,100) having a first portion (non-referenced 
ring member located between 70 and 50 shown in Fig. 2) coupled to the base and a 
second portion (98) coupled to the tool support and configured to apply a biasing force to 
the tool support (via motors 40,60 in combination with pinion gears 44,66 and racks 
38,58 to stabilize tool support during drilling thus counterbalance a force exerted on the 
tool support along the translation axes, motor undefined but must be either a constant 
torque or a non-constant torque motor) to at least partially counterbalance a force 
exerted on the tool support along the translation axis. Boyl-Davis et al. '328 shows the 
biasing device further configured via a control mechanism (inlet port 110) to adjustably 
control a magnitude and a direction (toward and away from work piece) of the biasing 
force (col. 7, lines 1-16). Boyl-Davis et al. l 328 shows the tool support moveable in a 
first direction along the translational axis and a second direction along the translation 
axis opposite to the first direction (moveable back and forth along rails via carriage 
assemblies (30,50) and rollers (32,56) along guide rails (22,24)). Boyl-Davis et al. '328 
shows the biasing device including a pneumatic actuator (92,100). Boyl-Davis et al. '328 
shows the biasing device being controllably biasable (via motors 40,60) in a biasing 
direction along the translation axis (biasing direction and translation axis are both along 
X-axis and Y-axis). Boyl-Davis et al. '328 shows the translation axis (Y-axis) being at 
least partially transverse to the elongated rail member (which run in the X-axis). Boyl- 
Davis et al. '328 shows a carriage assembly (30,50) being moveably coupled to the 
guide rails (22,24) via rollers (32,56) and including a drive assembly (motors 40,60 in 
combination with pinion gears 44,66 and racks 38,58) for movement back and forth 
along rails. Boyl-Davis et al. '328 shows a manufacturing drilling tool (80) coupled to the 
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tool support and adapted to engage the work piece surface to perform a manufacturing 
operation (col. 6, lines 24-53). Boyl-Davis et al. '328 shows the biasing device including 
a pressurizable cylinder (104,108) rigidly coupled to the base and the tool support (col. 
6, line 60 through col. 7, line 16) adapted to at least partially counterbalance a force 
exerted on the tool support. 

Allowable Subject Matter 

9. Claims 5 and 17 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. These claims further define the broadly 
written element of a "control mechanism being configured to adjustably control" as being 
a "control valve coupled to the pneumatic actuator". 

10. Claims 38-42 are allowed (as previously indicated in the original Office Action 
dated 06 September 2005). 

The following is a statement of reasons for the indication of allowable subject 

matter: 

Claim 38 is the sole independent claim. 

The Prior Art of Record fails to anticipate or make obvious, solely or in 
combination, the method steps in specific sequential order as presented by the 
Applicant, specifically the final three steps of (1) securely engaging the manufacturing 
tool with the surface of the work piece, (2) with the manufacturing tool securely engaged 
with the surface of the work piece, detaching the support member from the surface of the 
work piece, and (3) with the manufacturing tool securely engaged with the surface of the 
work piece, moving the support member relative to the manufacturing tool. 
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Response to Arguments 

1 1 . Examiner respectfully disagrees with Applicant's assertion that the drawings now 
show every feature of the invention specified in the claims 13 and 26. As pointed out by 
Examiner, both the "first and second elongated flexible rails" along with the "plurality of 
vacuum attachment devices" recited in claims 13 and 26 in combination with the "biasing 
device" recited in claims 1 and 14, respectively, must be shown or the feature(s) : 
cancelled from the claims. Applicant's amendment removed the claim limitation of "a : 
plurality of vacuum attachment devices" from claims 13 and 26 but did not address the 
claim limitation of the "first and second elongated flexible rails" in combination with the 
"biasing device" recited in claims 1 and 14, which is not shown by the submitted 
drawings. 

12. Examiner respectfully disagrees with Applicant's assertion that Kim '133 does not 
show "a biasing device ... configured to apply a biasing force to the tool support to at 
least partially counterbalance a force exerted on the tool support". Kim '133 clearly 
shows a biasing device (M,3h,R,15,16,17,27) having a first portion (R) coupled to the 
base (Fig. 3) and a second portion (15,16,17,M) coupled to the tool support and 
configured to (just needs to be capable of) apply a biasing force (to overcome gravity) to 
the tool support (via motor M) to at least partially counterbalance a force (gravity) 
exerted on the tool support along the translation axis (col. 4, lines 49-57 and col. 6, lines 
1-7). 

13. Examiner respectfully disagrees with Applicant's assertion that Kim '133 does not 
show the pneumatic cylinder (27) being coupled to the guide roller (34), bearing (33) and 
bearing stopper (35). The coupling does not need to be a direct coupling. It can be 
coupled indirectly with additional components there between and still meet the claims as 
written. 
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14. Examiner respectfully disagrees with Applicant's assertion that Boyl-Davis et al. 
'328 does not show "a biasing device ... configured to apply a biasing force to the tool 
support to at least partially counterbalance a force exerted on the tool support". Boyl- 
Davis et al. '328 clearly shows a biasing device (40,60,70,92,94,96,100) having a first 
portion (non-referenced ring member located between 70 and 50 shown in Fig. 2) 
coupled to the base and a second portion (98) coupled to the tool support and 
configured to Gust needs to be capable of) apply a biasing force (to overcome gravity) to 
the tool support (via motors 40,60 in combination with pinion gears 44,66 and racks 
38,58 to stabilize tool support during drilling thus counterbalance a force exerted on the 
tool support along the translation axes) to at least partially counterbalance a force 
exerted on the tool support along the translation axis. 

15. Examiner respectfully disagrees with Applicant's assertion that Boyl-Davis et al. 
'328 does not show "control mechanism coupled to the biasing device, the control 
mechanism being configured to adjustably control the magnitude and direction of the 
biasing force". Boyl-Davis et al. '328 clearly shows the biasing device further configured 
via a control mechanism (broadly interpreted as inlet port 110) to adjustably control a 
magnitude and a direction (toward and away from work piece) of the biasing force (col. 
7, lines 1-16). 

Conclusion 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH, shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

17. Any inquiry concerning the content of this communication from the examiner 
should be directed to Michael W. Talbot, whose telephone number is 571-272-4481. 
The examiner's office hours are typically 8:30am until 5:00pm, Monday through Friday. 
The examiner's supervisor, Mrs. Monica S. Carter, may be reached at 571-272-4475. 

In order to reduce pendency and avoid potential delays, group 3720 is 
encouraging FAXing of responses to Office Actions directly into the Group at FAX 
number 571-273-8300. This practice may be used for filling papers not requiring a fee. 
It may also be used for filing papers, which require a fee, by applicants who authorize 
charges to a USPTO deposit account. Please identify Examiner Michael W. Talbot of 
Art Unit 3722 at the top of your cover sheet. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




MWT 

Examiner 

19 March 2007 
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